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Part III DETAILED ACTION 



Response to Amendment 

1. This office action is in response to Applicant's : 
communication filed September 27, 2007. This amendment has 
been entered and carefully considered. Claims 1-19 remain 
pending in the application. . Claims lj-19 are rejected. The 
objection of claims 12, 13 and 15 is hereby withdrawn. The 
rejection of claims 2, 17-19 under 35 USC 112 second 
paragraph is also withdrawn due to amendment filed 
September 27, 2007. i 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate 
paragraphs of 35 U.S.C. § 102 that form the basis for the 
rejections under this section made :iri this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in (1) an application 
for patent, published under section 122 f (b), by another 
filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an 
application for patent by another filed in the United 
States before the invention by the applicant for patent, 
except that an international application filed under the 
treaty defined in section 351(a) shall have the effects 
for purposes of this subsection of an application filed 
in the United States only if the international 
application designated the United States and was 
published under Article 21(2) of such treaty in the 
English language. 
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3. Claim 1 is rejected under 35 U.S.C. § 102(e) as being 
anticipated by Tullis (US 6535243). 

Regarding Claim 1, the claim recites "A data exchange 
and storage device, comprising.." a controller module 
including a firmware used for controlling the operation of 
each of modules in the data exchange and storage device and 
performing data processing and information exchange;". 
Tullis teaches a hand-held digital camera (i.e. data 
exchange and storage device), that is able to wirelessly 
transfer data with a host computer. Fig. 2 shows the camera 
to have a processor (i.e. controller .module) that is used 
for controlling the memory and transceiver (i.e. for 
controlling the operation of each of modules in the data 
exchange and storage device) and perform data processing 
(Col. 4, Line. 25) and information exchange (Col. 4, Lines 
22-25). Since the processor, which is hardware, is able to 
perform processing on raw digital image data (Col. 4, Line 
25), it is then applying predetermined steps to an image, 
and qualifies- as firmware. Claim 1 further recites "an 
internal memory module for storing data under the control 
of the controller module". Tullis teaches the digital 
camera to have built-in memory (Col. 4, Line 42), which 
qualifies as an internal memory module for storing data 
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under control of the processor (i.e. controller module). 
Claim 1 further recites "a system interface module capable 
of being connected with a data processing system and 
performing data exchange ■ with the data processing system 
under the control of the controller module; and". Fig. 2 
teaches a transceiver (i.e. system interface) with a 
transmitter and receiver, the transceiver being wirelessly 
connected (Cql. 5, Line 23) to a host computer (i.e. data 
processing system) (Col. 5, Line 43). The transceiver 
transfers data to and from the host computer (i.e. performs 
data exchange with the data processing system) (Col. 5, 
Line 60). Claim 1 further recites "an' external storage, 
equipment interface module being connected with an external 
storage equipment and performing data exchange with the 
external storage equipment under the .control of the 
controller module." Tullis ' further teaches that removable 
memory j(i.e. external storage equipment) can augment built- 
in memory (Col. 4, Line 43). Col. 1, Line 40 teaches that 
removable memory can include detachable memory cards, as 
taught by Sawanobori : (US ' 6535243!) , .whom Tullis incorporates 
by reference. Fig. 1 of Sawanobori teaches an interface 
(Interface CCT) that connects the memory card (i.e. 
external storage equipment) to the digital camera. The 



'I ' 
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interface allows data to be exchanged from the camera to 
the memory card (Col. 3, Line 4 0 of Sawanobori). Then 
Tullis teaches, through an incorporated reference, an 
interface that qualifies as an exterrial storage equipment 
interface module. Since the processor of Fig. 1 is able to 
write t^o the host computer (i.e. data processing system) 
and removable memory (i.e. external storage equipment), 
both are under at least partial control of the processor 
(i.e. controller module). The further limitation of 
"wherein the controller module permits data exchange and 
data access from the internal 'memory ;module to the external 
storage equipment and from the external storage equipment 
to the internal memory module when the data processing 
system ''is not connected 7 ' is taught by Tullis since Tullis 
clearly disclose that the digital camera can communicate 
with the host computer through the wireless communication 
link (e.g. see abstract, column 1 2, lines 45 et seq. ) . 

Regarding Claim 13, the claim recites "further 
comprising an audio module and/or a video 'module for 
combining with the internal . memory module ! or external 
storage equipments to implement 1 a function of playing 
multi-media." Tullis teaches the digital camera to allow 
for a voice recording to annotate images (Col. 8, Line 10) 
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where a microphone and speaker makes up ah audio module for 
recording and outputting the voice data (i.e. implement a 
function of playing multi-media) . Further . note that the 
function of playing multi-media constitutes intended use. 

4. Claims 1, 4-8, 10-12, and 15-19 are rejected under 35 
U.S.C. 102(e) as being anticipated by Battaglia (US 
6658202 ) . 

Regarding Claim 1, the claim recites -"A data exchange 
and storage device, comprising." a controller module 
including a firmware used for controlling the operation of 
each of modules in the data exchange -and Storage device and 
performing ddta processing and information exchange;" ' 
Battaglia teaches a portable data transfer and mass storage 
device (Fig. 1) (i.e. data exchange and storage device) for 
transferring data from a flash memory (i.e. external • 
storage equipment) to a mass storage device (i.e. internal 
memory module). The apparatus of Fig. 1 transfers data from 
the flash card of a digital camera to a mass storage device 
in the apparatus freeing the memory : on tie flash card. The 
data on the mass storage device' can then be downloaded to a 

computer." Fig. 2 teaches a system controller logic and a 

» 

processor that together qualify as a controller module. The 
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processor has associated firmware (Col. 6, Line 1), and 
performs data processing (Col. 5, Line 15). The system 
controller logic controls the operations of the interfaces 
and internal memory (i.e. modules) (Fig. 2 ) and performs 
information exchange (Col. 3, Line '45 and^Col. 2, Line 25). 
Claim l' ! further recites "an internal memory module for 
storing data under the . control of the controller module;" 
Battaglia teaches a mass storage device (i.e. internal 
memory module) (Fig. 1) f6r storing data under the control 
of the system controller logic (i.e. controller module) 
(Fig. 2). Claim 1 further recites "a system interface 
module capable of being connected with a data processing 
system and performing data exchange with the data 
processing system under the control of the controller 
module; and".* Fig. 1 teaches serial/parallel ports (i.e. 
hardware system interface-module), which Fig. 2 shows. to 
include a USB interface, ' FireWire Interface, or Parallel 
Port Interface (i.e. software system interface module). 
The interfaces are connected to a computer (i.e. data 
processing system) (Col. 5,. Line 34) and performs 
downloading and uploading of data (i.e. data exchange) 
(i.e. Col. 7, Line 25) with the computer. Since the 
computer receives data through the system ! controller logic, 



Application/Control ; Number : 10/529,45,5 , Page 8 

Art Unit: 2186 

it is under at least- partial control of the system 
controller logic (i.e. controller module). The further 
limitation of "wherein the controller module permits data 
exchange and data access from the internal memory module to 
the external :.storage equipment and from the external . 
storage- equipment to the internal memory module when the 
data processing system is not ..connected 77 is taught by 
Battaglia since Battaglia disclose that the data can be 
transferred/download thru a wide* range of : ports including 
firewire : (including wireless) as being disclosed (e.g. see 
column 3, lines 46 et seq> ) . 

Claim 1 further recites "an external storage equipment 
interface module being connected with an external storage 
equipment and performing data exchange with the external 
storage equipment under the control of the controller 
module." Fig. 1 teaches a first flash memory input port 
and a second iiriemory input, port {i.e. external storage;- 
equipment interface module) for performing data exchange 
with a memory module removed from a digital camera (i.e. 
external storage equipment).. Since \ the memory module ^ 
transfers datathrough the system controller logic, it is 
under at';least partial control of the system controller 
logic (i.e. controller module }.' Fig. .2 further teaches the 
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second memory 1 input port; can have a PCMCIA interface (Col. 
4, Line. 17). Regarding Claim 4, the claim recites 

"wherein the system interface module includes USB 
interface, IEEE 1394 interface, Bluetooth . interface, IrDA 
infrared interface, . HomeRF interface, 1 IEEE802 : 11a 
interface., lEEE802.11b, IEEE802. 11g, SCSI, RS232 and 
printer parallel port, wired wide area local area interface 

; I 1 

and/or wireless widearea local area interface . " Battaglia 
teaches the serial/parallel 1 pork ( i ;e. system ! interface ) 
that connects the storage device of Fig. 1 to a computer 
system includes a USB and FireWire (i.e. IEEE 1394) 
interface (Col. 3, Line 47). 

Regarding Claim! 5, the ! clalm recites ! "wherein the' 
external .storage equipment interface module (64) includes 
SM,, CF, MMC,. SD, MS, MD or x-D interface " . Battaglia 
teaches the flash memory. of the digital cameras (i.e. 
external storage* equipment ), to include SmartMedia, Compact 
Flash,' ^1MC media, or Sony memory Stick (Col. 4, Line 5 and 
Col. 2, Line 53 ).. Then the flash memory input port of Fig. 
1 qualifies as an external storage equipment interface 
module including one. of the * interfaces above..' - : 

Regarding Claim 6, the claim recites "wherein the 
system interface module and the. external storage equipment 



h 
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interface module either includes: single interface or a, 
group of interfaces of the same" type or different type of 
interfaces ". Battaglia teaches the interface to the 
computer system (i.e. system interface) to include a USB, 

FireWire, and: Parallel Port ! Interface' (i.e. group of ; 

•.:•!'• ■ ■ ;■ ' • V : • ; . • 

interfaces), that are either the same or different. 

Regarding Claim 7, the claim recites "a power source 

module for supplying power to the da;ta exchange and storage 

device from the data ^p'rocessingi systdm through an external 

power source or a self-supplied battery or the system 

interface module " . Battaglia teaches a power supply in 

~. '* • ' • * 

Fig. 2. 

Regarding Claim B, the : claim redites i "a manual control 
module , for performing the manual control of data capture 
and transmission, . information prompt, and operational mode 
switching." Fig. 2 teaches keyboards and buttons (i.e. 
manual control module) to'allowva User to! manually initiate 
download. jOf information onto the mass storage device (Col. 
2, Line 66). The keys create a user interface to allow a 
user to select between downloading data or reformatting the 
flash memory/ the two 1 operations; being two operational' 
modes .-..•.Col. 3, Line 17 further teaches a LCD display that 
qualifies as an information prompt, since it allows a user 



i= . : ■ .! 
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to preview an- image , before 'deleting • cjr keeping, it. That 

' i' - * ' ' : : ; ■ ■ * * : j ' ; • " : \'.- 
is, the y LCD : prompts the user with an image and lets the 

user decide whether or not to save the image. 

■ ■ » ; ' • ' 

Regarding ..Claim 10, . the claim recites "an information 

prompt module; for displaying ^st& ; tic ; i|nforihati6n and dynamic 

inform^ion" . Battaglia teaches a LED and LCD display 

(i.e. information prompt module) that allows the user to 

... j i 

decide (i.e. prompts the user) whether to save the image 

(Col. 3, Linej 17) .. The LED ahd LCD .fulrthef display ' ; . 

information 'to the user, with dynamic information such as 

copy completion status, download-in-progress status (Col. 

3, Line 32),, or data integrity status and | standard- 

conforming status (C61. 6/ 'Lrnefei 25-30 ) . 

Regarding Claim 11, the claim recites "wherein the 

information includes user information, product information, 

i i ; . . 

device information, transmission file information, 
operational state . information ahti the information of \ ; 
external, .storage equipments which are connected therewith." 
Battaglia' teaches . transmission file information and 
operational state information (Col. 6, Line. 18 and Col. 3, 
Line 2 6), information ' of external storage : equipments ( Col . 
6, Linqj'j 24 ) - through the LED and LCD display. Information 
showing the integrity of a flash module (Col. 6, Line 30) 
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qualifies as device and product l!inf orimat ion. The LCD ' and 
LED woijlcj. further be able to display user information, as 
the exact' kind of information displayed does not affect the 
structure of the LCD or LED or information prompt module, 
and constitutes intended! use. !< : r ; r ■ ■ ' ; ; 

. * -i : ! ' ' 'i - ; : " ; :. 

Regarding Claim 12, the claim recites "the information 
prompt module, includes at least ( one of a liquid crystal 

• ' - i j * 

display, a light emitting diode, a LED, a; sound device and 
a vibrator.." .'' Battaglia teaches l ;;a ilED and; LCD 'display! (Col. 
3, Lin^V25). 

Regarding Claim 15, the claim recites "wherein the 
external storage equipment is a removable* disk or a storage 
card." Battaglia teaches the. external storage equipment to 
be a flash card that is removable (Col. 2, Line 59). 

Regarding .Claim 16, the claim recites "1) the 
controller module of the data exchange and storage device 
detecting the; characteristic information of the external 
storage | equipments connected with the relevant interfaces 
of the external storage equipment interface module, 
selecting the relevant interface protocols according to the 
characteristics information ' of ' the external storage 
equipm^Ats, and establishing connections with the external 
storage equipments ; •; Battaglia ■ teaches detecting the data 
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t 

integrity of a memory .module -whose f datta i$ to ibe downloaded 
to the ipass storage device (Col'. 6, Line 21). Col. 6, Line' 
2 5 further teaches checking whether the memory module 
conforms to a standard format supported by the device. The 
integrity and' the '" format • of : the i^data-bn the : module qualify 
as characteristic information of the external storage 
equipment 1 connected with. the relevant interfaces of the 
external storage equipment interface module. Since the 
firmware checks f or - the appropriate ' Standard format (i.e. 
interf a£§) , it is inherent that the relevant transfer 
format (T.e; interface protocol) according to the format of 

■ : i ' ■ i • ■ ' . 

the memory module is .selected. 2)the controller module 
controlling the data exchange between the ! data exchange and 
storage? cjevice and the external storage equipment or the 
data processing system, and controlling the access to the 

•i • 

internal memory module and the external storage equipment 
according to the requests from the data processing system 
or user's. Battaglia teaches in Fig. 2 for the system 
controller logic (i.e. controller module) to control data 
exchange between the portable data transfer, and mass 

• v i . ' • ■ : 

storage device ( title of : Battaglia x \s invention) and a- flash 
memory- ^iripdule (i.e. external storage equipment), where it 
controls access to the mass storage device (i.e. internal 



Application/Control Number: 10/529,455 Page 14 

Art Unit: 2186 ' ' ; . 

memory module*) .and flash-; memory:j: cards * according to requests 
from users (Col. 4 , Line 65) or' computer system (Col. 6, 
Line, 13) v; 

Regarding Claim 17,, the claim recites "the controller 
module displaying- the data -readV from jthe external storage, 
equipment'- or the internal memory module on the display part 
of the. information prompt module according to the 
operational instructions of the data processing system and 
the users; anja/or-putpu ; information, the! 

operational . state information of the data exchange and' 
storage device, the relevant information of the external 
storage equipment through the information ; prompt module". 
Battaglia teabhes -displaying "the; . ima^e (i ! e ; data) read, 
from the; .flash cards (i.e. external storage equipment) on 
the : LCD display (i.e. display part of the information . 

prompt module) :(Col. 3, Line 18) according to i-the 

* • . i ■ 

operational instructions ■! of ! the i; data -'processing system and 

* * ; ■ "t ; * . • \ ' ' 1 

■ ■ i 

user (Co];.. 3, Line 20). Battaglia further teaches 
outputtifiig status of the copying (i.e. operational state 
information . of the data exchange and storage device) (Col. 
3, Line 25) .and relevant: information ; of t.ljie flash memory 

' : : 1 : ' i ! \: 

module :| ;(:Q61, 6, Line 29) through the LCD and LED (i.e. 

i \ 

information : prompt module ) . 
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Regarding Claim 18 ,. the claim recites "playing the 
' ;• '-. •;' / . (, : • : ! • : , 

multi-media data read^ from the external storage equipment 

< t- '~; 
•, t • * 

or the.Unternal memory module through the audio module 
and/or video mddule ' according to the joperational 
instructions of the data processing system and the users." 
Battaglia. teaches the 1 data transfer device of Fig. 1 to 
reproduce- .music (i.e. play multi\-media data read from the 
flash memory i storage through an audio module) (Col. 2 , Line 

45). .. ... ; .. ■ ■ : . ; 

■ ■ •', ; '•• •! ■■■ -i: r r ■ ' : ■' , • • • 

• >\l ■; ' . ■ •: ' • . '' i . 
Regarding Claim 19, the claim recites "the manual" 

control ' itipdule transmitting the operational instructions, 

such as, storing user data,* prompting information, 

switching operational, modes , \ et£> , to the 



controller 



module. " : : Battaglia . teaches user interface keys (i.e. 1 
manual edntrol module)- for allowing a user to initiate 
copying of data from a flash iriemory module or to reformat a 
memory module., (i^e. transmitting operational instructions 
such as switching operational modes) (Col: 3, Line 3).' 

; Rejections -35 USC§ 103 

5. The following is a- quotation of ,35 .Ui'S.C. 103(a)which 
forms the- basis for all obviousness rejections set forth in 

• ;-v : 

this Office action : 
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(a) A patent may not be obtained though the invention 
is not identically discioseci qr idesciibed as set . forth 
in section 102 • o:f ' this title, iif the' i differences* ; 
between ! the subject matter' sought to ■ be patented and 
'tli^prior art are such that the subject matter as a 
whole, would have been obvious at the time the 
invention ; was made to a person having ordinary skill 
in the art to which said subject matter pertains. 
Patentability shall riot.be negatived! by the manner in 
which thje invention; was Mna^e. i • .,!:.;■ 

6. Claims ' 2-3 are rejected under 35 U.SlC. § 103(a) as 

being unpatentable over Battaglia (US 6658202 ) in view of 

v*. . : • ' ' ' ■ 1 

Su (US 67891.64) . '" I 

Regarding Claims .'2 '.and i 3 , : £laim i2 recites "wherein the 

. • . j. • . * : • "•' j • j J ' !'.*'■ » i ■ * - . ' 

internal .memory module includes 1 a hard disk, a removable 
hard disk;/- a semiconductor storage, and an optical medium 
storage driving device . " Note that the claim recites for a 
hard disk, semiconductor , storag^;, and ; an Optical medium 

storage., to all be present. Claim 3 further recites that 

... ; 

"the. semiconductor storage is selected from one of Flash 
Memory, DRAM, EEPROM, SRAM, FRAM, MRAM and Millipede, and 
adopts one or! more semiconductor; chips . " ■•! ■ | ■ 
Battaglia: teaches the mass storage device (i.e. internal 
memory "'module) (Col. 3, Line 53) can include a hard drive 
that is fixeqi or removable (i.e. a hard disk or a removable 
hard disk),ahd can further: include a! high capacity flash 
memory .^mojdule or battery backed SRAM (i.e. semiconductor 
stoirage sielected from one of Flash Memory and SRAM). 
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However,. <Battaglia does not explicitly teach the mass 
storage device .to: \fu^^ an ioptid:al medium- >>/. 

storagq. f p-Su; teaches an apparatus for directly transferring 
data fromi a, compact flash memory to an optic disk, without 
an intervening computer system (Col. 1, Line 29). Then 
combining Battaglia ■■ and Su Would; naturally incorporate the 

r " *'* -■' V / • ■ 1 ' ; . ' ' * ' ' ' * * ' ' 

l '• !*';'. ' : i : 

optic ^isk. as part of a mass storage device. It would have 
been obvibus to a person of ordinary skill in the art at 
the time of -the invention to modify Battaglia's mass 
storage device* with -Su \ s: opt ic^ii.disk wrilirig^ Su provides 

the reference in Col. 1, Line 16, where such storage is 

• ,.t;; •. ; 

space-efficient. 

- , . , : 

t 

I ■ '• . •. i 

< ' ' I . 

-' : i ' ' ' * ' i ' 

7. Claim 9 : is re jected tinder" 3;5i UJS.Ic. 103 (a) as beihg 
unpatentable over Battaglia (US 6658202) in view of ': 

'-• V'- ■ 

Mansfield 1 (US. 5014192 ) . 

Regarding Claim .9., the claim recites , "wherein the 
manual cpntrol moduli ' incline's : dial' " switch and keys! 1 . 
Battaglia:. teaches the user interface to contain keys (Col. 
3, Line 13)-; but does not explicitly teach a dial switch. 
Mansfield teaches a dial' switch (Col.; 12,;Line 14) for 
locating a file in; a mass storage deJice '(Abstract) . . It 
would -i\aye been obvious to a person of ordinary skill in 
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the art at the time of the invention to modify Battaglia* s 
user interface with a .'dial'-: switch . j Battaglia ; provides; the. 
reference', Where the LCD display is meant ' to allow users to 
see imaged stored on the mass storage device. Then a dial 
switch can allqw a user to see all the images of a mass 
storage device by/ inc;remeriting through th£ images, in: the ' 
same manner as Su teaches incrementing through the files 

■ .^•r'- r: 1 . 

using a dial, switch. 



8. Claim 14; is rejected. /underrJS ,UJS.C.; j 103(a) as being-: 

>■■■'<"''■ ■ ' ! 1 ; ' 'T : ; ; : ' 

unpatentable over Battaglia (US 6658202) in view of . 
Viswanadham ( ' US 6208044 ). 

Regarding -Claim 14 , . the claim recites "an eject device 
arranged at 'the ' iriterif ace* of : .th'fej external ! storage equipment 
interface; module, the eject device may eject the external 
storage reiquipment after being pressed." Battaglia teaches a 
data transfer device, into which a removable memory module 
can be inserted and removed: • However; Battaglia does; not 
explicitly teach an eject device and pressing an eject 
device. Viswanadham teaches an ejection system for a mass 

•■* . i i . : 1 

storage system, where the ejected medium is a PCMCIA card 
(Abstract). V : iswanadham further: teach'es an eject button to 

be pressed for ejecting the card (Col. 3, Line 59). Fig. 1 

.. 
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shows the : button to be at the interface of the input port 
(i.e. external . storage equipment, interface module )....! 
Combining;; this with Battaglia ' s' second input port would 
provide fpr an input PCMCIA slot that can eject PCMCIA 
cards through an eject button.' It would have been obvious 
to a person .of ordinary' isfcili in ; the iart Mt . the time of the 
invention; to modify Battaglia ' s' mass storage device with 

• . ( -f. 

•Viswanadham's eject device. Viswanadham provides the 

motivation in Col. 2, Line '20, where manual ejection 

* * ■ '\ ' * 

through a button 'would obviate the ineled f6r > a ; solenoid, or 

motor involved in automatic ejection of PCMCIA cards;. 

- P J ! . .... ■ 



9. With .respect to the remark; first of all, .(a) The non- 
statutory obvaoushesis^ty^e -double patenting : of claims - 1, 3- 
4 and J/ : of the current application over claims 1 and 4-6 of 
co-pending U.S. Serial No. 10/261,001 (as detailed in the 

• t ; 

previous ^office action) is hereby maintained since both 
claims 1 still teach; a, controller module,: I storage medium, 
and two ^interfaces. Although, again, application No. 

10/261,001 teaches a first interface to a data processing 

*.■•»' i . 1 

system and not a second interface to an external storage 
equipment, the- actual: device connected to ' the ■ second .* 
interf^t.Q constitutes intended use. That is, in this 
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Application, the external storage equipment is not part of 

: V " ' ..:.). 1 - 

the data exchange; and storage./ d^yiqe .1; Th^ interface . is 

part of. .the device, and is anticipated by. the second.. 

interface: of Claim 1 of application No. 10/261,001. 

Secondly,,, the further limitation of "wherein the 

controller mpdule " permits , data excharigfe aijid ; data access 

from the. -internal memory ' module to the external storage 

equipment) and. from the external storage equipment to the 

internal .memory module when the data processing system is 

not connectedl^'being^ Ap£licaijit< s ! counsel [ is 

taught; by: .Tullis and Battaglia; since Tullis clearly . 

dis.close;;th^t the digital camera can communicate with the 

• . : * I . ; » 

host computer through the wireless communication link (e.g. 

see abstract, ^oliim!} 1 ^, Ixries' 45j et seq.). j also see : 

. . V>i : < -y \ ! ?' : ■ ! 

Battag^ia^s ; column 3, lines 46 et seq.; With regarding to 

- j- • . • ■ . . 

the 103 Rejection of Battaglia in view of U.S. Patent No. 
5,014,192= (Mansfield); Battaglia in view of U.S. Patent No. 
6,208,044 (Vikwanadham) ; : Examiner redOghize 1 that in 5 ; 

' i' ; ' • 4 . ■ •" I ■ • ' ; ' , • . * ' 

''■**•'"' 1 • • . • ••• I 

consid$£i;ng ; a 35 USC 103 rejection, it is not strictly 
necessary* that a reference or references explicitly suggest 
the claimed invention (this is tantamount , to a 35 USC 102 
reference if the modifications would ! haveJ been obvious : to 
those cj£ ;or dinar y skill in the art. It has been held- that 
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the 'test. .of obviousness is 'not whether the features of a 

.••'': ! • i 

secondary refjBrentee : .may.:be;r:b©.di;Xy -incorporated -into, the 

' - ( ' ' S ■ ■'')"': ' • .•'.'•• 

primary, reference structure, nor whether the claimed 

•"„■<. -Ml.-'. 

' . . £/:,. . ' ■ . 

invention; is expressly suggested in any one or all of the 
references; rather, the test is what the combined teachings 
of the reference : wbul;d have • suggested • t^ ordinary 
skill . in. .'the art. See In re Keller et al l y 208 U.S.P.Q 
871 . ' -Inraddition, Examiner further recognizes that 
references cannot be arbitrarily combined and that there 
must be some ; reason why one i skilled in th4 art would be 
motivated- to make the proposed combination of primary and 
secondary; references . In re Nomiya, 184 USPQ 607 (CCPA 
1975). However, there is no requirement that, a motivation 

1 i ; ! 

to make the. ^modification! be ! expressly 1 articulated. The 

: ' ! ! : - [ 

test . for; -combining references is what the combination of 

disclosurieis:, taken as a whole would suggest to one of 

ordinary .'skill :in the art. In re McLaughlin, 170 USPQ 209 

(CCPA 1971) i ':' • "M£nsfaeid : ^M^ Battagilia" <Lr ! Viswanadh^m and 

' i ' i. : * }* 

Battagli^ references are evaluated by what they suggest to 

: . :.:^*fv : , : " . 

one versed -in, the. art , rather than by their specific 
disclosures; In re Bozek, 163 USPQ 545 (CCPA) 1969. In 
this case, the 'Mans f reld : arid : Viswariadham references were 
used, tqvproyide missing elements that are known to be 
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required in; thd Battaglia reference in order to arrive at 
Applicant's current invention (detailjed alpove)! . The 35 USC 
5 103 rejection based on; said combination . is therefore- 
deemed j tp be proper. 

10. Applicant's arguments filed September 27, 2007 have 
been fully considered but. t^ be 
persuasive, i 

11. THIS ACTION IS i MADE FINAL. Applicant is reminded of 
the extension of time policy , as set . forth!. in 37 C.F.R. 



1.136(a) 



... SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS 
FINAL -AC^TOf^ IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF 
THIS ACTION i T IN THE EVENT A FIRST RESPONSE IS FILED WITHIN 
TWO MONTHS OF THE MAILING DATE OF THIS FINAL ACTION AND THE 
ADVISORY ACTION IS NOT ] MAILED UNTIL . AFTER j THE ! END OF THE 
THREE -MONTH j : SHORTENED STATUTORY^; PERIpjD, *TfiEN : ^HE SHORTENED 
STATUTORY . PERIOD WILL EXPIRE ON) 'THE DATE THE ADVISORY^ 
ACTION;. J-S^MAILED, AND ANY EXTENSION FEE PURSUANT TO 37 
C/F,..R!.^ ! f::l.i36(a) WILL BE CALCULATED FROM THE MAILING DATE 
OF THE ADVISORY ACTION. IN NO EVENT WILL THE STATUTORY 
PERIOD FOR RESPONSE 'EXPIRE LATER THAN SIX .MONTHS FROM THE 
DATE OF THIS FINAL ACTION. 



12. Any r.in<tuiry ' concerning this" communication or earlier 
communications from the examiner should be directed to Tuan 

V. Thai Whose telephone number ; is ( 571 ) -272-4 187 . The 

t. 

examiner can normally be reached on • from 6:30 'A.M. to' 4:00 
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• If attempts to ; reach, the examiner by telephone are 
unsuccessful, the examiner 7 s supervisor, tothew M. Kim can 
be reached 6r\ ( 571 ) -2j72-4182 . - ■ *he ;f ax ptione number for the 
organdj^t^ion where this application or proceeding is 
assigned is " 571-273^8300 . . 

Information regarding the status of an 1 application may 
be obtained from; the; patent Application. Information ! 
RetriQ^al: (PAIR) system. Status information for published 
appiicationS'lmay be i obtained from either Private PAIR or 
Public PAIR. ■ Status information f or ,;unpul!>lished 
application : s.;|iS' ayailiable. through Private; PAIR only. "For 
more information about the PAIR system, see http: //pair- 
direct .uspto<g0v. Should. you h^ve questions on access to 
the Private PAIR system, contact the 'Electronic Business 
Center (BBC) -at 866-21 7-9 197 ( tpll^ff ree) . [ 
TVT/D&Q&ittoer 07 , 2007 

/Tuan V. Thai/ ' . |. • 

Primary .Examiner; Art. Unit '2186 j' : ! 



